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IN THE HIGH COURT OF JUDICATURE AT BOMBAY
ORDINARY ORIGINAL CIVIL JURISDICTION  

 IN ITS COMMERCIAL DIVISION

 INTERIM APPLICATION NO.1 OF 2019

IN
COMMERCIAL I.P.  SUIT (L) NO.1103 OF 2019

The Indian Express (P) Ltd.

And Others  … Applicants/Plaintiffs
    Versus   

Prashant Goenka 
And Others  … Respondents/Defendants 

 …..
Mr. Dinyar Madon, Senior Advocate a/w Dr. Abhinav Chandrachud,

Mr. Amol Joshi, Mr. Sufiyan Shaikh and Mr. Tejaswi Ghag i/b Ms.
Poorvi Kamani for the Applicants/Plaintiffs.

Mr. Nausher Kohli i/b Mr. Jay Vakil for Defendant Nos.1 to 8.

Ms. Nirali Sanghavi and Ms. Chaitrika Patki i/b Anand and Anand and

Khimani for Defendant No.9.

Mr. Akash Menon i/b Ms. Gauri Tyagi for Defendant No.10.
Mr.  Chanakya  Keswani  i/b  Economic  Laws  Practice  for  Defendant

No.11. 
 …..

 CORAM :  S.C. GUPTE, J. 

 DATE  :  20 NOVEMBER 2019 

P.C. :

. Heard learned Counsel for the parties.

Ba:r & Bench (www.barandb,ench.com) 



Chittewan 2/9 8. COMPIL 1103-19.doc

2 This interim application has been taken out in a commercial IP

suit complaining of passing off of goods and services.  Plaintiff No.1

is  a  reputed  publisher  and  newspaper  owner,  whose  flagship

newspaper  “Indian Express” comes  in  multiple  editions.  The

newspaper “Indian Express” has been published since 1932 and has

built  up  a  formidable  reputation  in  independent  and  fearless

journalism.  It is common knowledge that the newspaper and other

publications of the group were nurtured for a long time by the late

Press Barron, Shri Ramnath Goenka.  The name Ramnath Goenka is

almost synonymous with ‘Indian Express Group’, for short known as

“Express  Group”  and  their  various  newspapers  and  publications.

Defendant  No.1,  who is  the son of one Balkrishna Goenka and a

descendant  of  Bajinath  Goenka,  who was  the  brother  of  Ramnath

Goenka, is a publisher of a periodical/newspaper known as “Samachar

Parivartan/Sajaga Samachar Parivartan Ka”.  It is the grievance of the

Plaintiffs  that  Defendant  No.1,  in  publishing  and  promoting  his

newspaper has been conducting himself in a manner so as to trade

upon  the  reputation,  goodwill   and  name  of  Express  Group  and

Ramnath Goenka. It  is  submitted that the newspaper published by

Defendant  No.1,  under  the  name  “Samachar  Parivartan  or  Sajaga

Samachar Parivartan Ka”, bears the image of Ramnath Goenka on the

front  page as  its  prominent  feature  with a quote   from Ramnath

Goenka.  In every interview of Defendant No.1, he is shown with the

image  of  ‘Indian  Express  Newspaper’  or  Ramnath  Goenka  in  the

background or by his side.  Defendant No.1 has even instituted an

award by the name of ‘Ramnath Goenka Excellence Award’ under a
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trust  purportedly  known  as  ‘Ramnath  Goenka  Charitable  Trust’.

Defendant No.1 has even been making appeals to public for donations

in  the  name  of  Ramnath  Goenka  by   prominently  featuring  his

connection with Ramnath Goenka and the Express Group publications

including ‘Indian Express’.  It is the grievance of the Plaintiffs that all

this amounts to a clear case of passing off of goods or services as the

goods or servives of the Plaintiffs.  It is submitted that Defendant

No.1 has been  wrongfully trading on the good name and reputation

of  Indian  Express  and  Ramnath  Goenka  with  a  view  to  mislead

members of  public and create an impression that he is conducting his

activities as part of, or in association with, the Express Group.  The

Plaintiffs,  accordingly,  seek  a  perpetual  injunction  restraining

Defendant  No.1 and his  various concerns,  who are represented by

Defendant Nos.2 to 8 to the suit, from making any use of the  Trade

Marks  of  the  Plaintiffs,  namely,  ‘Indian  Express’  and  ‘RAMNATH

EXCELLENCE IN JOURNALISM AWARDS’ or any cognate or agnate

form thereof  either  in  isolation  or  in  conjunction  with  any  other

word/s  or  symbol/s  or  mark/s,  so  as  to  infringe  the  Plaintiffs’

intellectual property or pass off goods and services as those of the

Plaintiffs, as also from using the photograph/s of Ramnath Goenka

and  his  publications  including  ‘Indian  Express’,  over  which  the

Plaintiffs claim copyright, these photographs and negatives being from

the archives of Indian Express.  The Plaintiff also claim a restraint

order against these defendants from from passing off their goods or

services as those of the Plaintiffs or Express Group by these means. 
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3 Defendant No.1 and his entities oppose the interim application.

It  is  submitted by learned Counsel  for Defendant Nos.1 to 8 that

Defendant No.1 can legitimately describe himself as the grandson of

Ramnath Goenka.  It  is  submitted that though he is  not a direct

grandson  of  Ramnath  Goenka,  he  is  nevertheless  a  grandson  of

Ramnath’s  brother,  Bajinath,  and  has  familial  affinity  to  Ramnath

Goenka.  It is also submitted that Ramnath Goenka is a well known

public figure and if the Defendants were use the name of Ramnath

Goenka  for  instituting  a  charitable  trust  or  an  award  or  other

felicitation  in  his  name,  the  Plaintiffs  cannot  possibly  have  any

grievance.   Learned  Counsel  also  submits  that  the  Defendants  are

neither using the name of ‘Indian Express’ as part of their newspaper

nor  is  their  logo,  which  is  depicted  in  the  affidavit  in  reply  of

Defendant No.1, identical with or deceptively similar to the ‘express’

logo  so as to constitute an act of infringement or passing off.  It is

submitted that right from his childhood, Defendant No.1 has idolized

Ramnath Goenka and occasionally uses his name out of sheer respect

and with intent to pay tribute to him.  It is submitted that these acts

on the part of Defendant No.1 and his entities are  bona fide. It is

submitted that the Plaintiffs cannot claim any proprietorship in the

name of Ramnath Goenka or his image/s. It is submitted that the

Plaintiffs have no registration or any intellectual property in either the

name of Ramnath Goenka or  his image/s.

4 The  essence  of  any  action  of  passing  off  is  misleading  of

consumers or public  as to the source of the goods or services ; it
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consists of a mischievous representation that the goods or services on

offer  come from the person complaining  of  such passing off.  The

present case is not so much  about infringement of any trade mark of

Indian Express;  it  is  not that  the defendants  have in  their  names

words such as  “Indian Express” or “express” in any cognate or

agnate  expression.  It  is  just  that  the  Defendants  are  conducting

themselves  in  a  manner  inter  alia by  giving  interviews  as  family

members of Ramnath Goenka,  by declaring themselves as founders of

a  charitable  trust  bearing  the  name of  Ramnath  Goenka,   or  by

instituting awards in the name of Ramnath Goenka, or by displaying

the image of Ramnath Goenka and Indian Express Newspaper  in their

newspaper and interviews, so as to create an impression that they are

within the larger family of Express Group, and their publications come

from that group.  The Defendants are even appealing for donating

funds by using the name of Ramnath Goenka and their kinship with

him. They are even using photographs and quotes from the articles of

the  Express  Group.   And all  this  without  any  express  or  implied

consent or authority from the Plaintiffs.  The Plaintiffs claim to be

proprietors  of  the  trade  marks  “Indian  Express”  and  “Ramnath

Goenka Excellence in Journalism Awards”.  They hold a registration

for  the  former  and  have  applied  for  registration  of  the  latter.

Anyway, as we have seen above, the name of Ramnath Goenka is

inseparable from Indian Express and Express Group of Publications.

The question before the court is, on these facts should the Defendants

be allowed to trade on the name and reputation of Ramnath Goenka

and Indian Express Group of Publications, with a view to either  sell
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their newspaper or collect funds or institute awards. Prima facie,  at

this  stage,  the answer  clearly  seems to  be in  the negative.   The

question  is  not  whether  Defendant  No.1  has  some  kinship  with

Ramnath Goenka or his family.  The question, is whether Defendant

No.1 and entities related to him should be allowed to pass off their

goods or services as those of Express Group or Indian express Group

of Publications by trading on the name, image and quotes of Ramnath

Goenka and Express Newspaper Publications, many of which are from

the archives of the Express Group and  in which the Express Group

claims a copyright.  Prima facie they should not be.  The Plaintiffs

have clearly made out a case for ad-interim injunction in terms of the

injunction sought in the Interim Application.   

5 Accordingly, there will be an ad-interim injunction in terms of

prayer clauses -(a), (b) and (c) of the Interim Application, which are

quoted below :

(a) pending the hearing and final disposal of the above

suit  to  issue  an  order  of  injunction  in  favour  of  the

Applicants/Plaintiffs and against the Defendants, thereby

restraining  the  Defendants,  its  officers,  its  successor  in

interest,  assigns,  servants,  agents,  associates,  nominees

and/or  all  and  any  person  claiming  through  or  under

them from in any manner whatsoever making use of the

Appellant  No.1’s  registered  Trade  Marks  “INDIAN

EXPRESS”,  “RAMNATH  GOENKA  EXCELLENCE  IN
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JOURNALISM AWARDS”, their cognate or agnate forms

either in isolation or in conjunction with any other words

or symbol or marks and / or any other deceptively similar

marks so as to infringe and/or  pass off the Applicant

No.1’s  Trade  Marks  and  intellectual  property  rights,

falsifying the mark and falsely applying the trade marks ;

(b) pending the hearing and final disposal of the above

suit  to issue  an order  of  injunction in favour of the

Applicants/Plaintiffs and against the Defendants, thereby

restraining the Defendants, its officers,  its successors in

interest,  assigns,  servants,  agents,  associates,  nominees

and/or all and any person claiming through or under the

Defendants  from passing off  in any manner whatsoever

the  Applicant  No.1’s/Plaintiff  No.1’s  registered  Trade

Marks  “INDIAN  EXPRESS”,  and  “RAMNATH  GOENKA

EXCELLENCE IN JOURNALISM AWARDS”, their cognate

or agnate forms either in isolation or in conjunction with

any other words or symbol or marks and/or any other

deceptively similar marks so to pass off or enable others

to pass of their goods and services as those of Applicants/

Plaintiffs and/or connected with the Applicants/Plaintiffs

and/or the Plaintiffs toods and services ; and

(c) pending the hearing and final disposal of the above

suit  to  issue  an  order  of  injunction  in  favour  of  the

Applicants/Plaintiffs and against the Defendants, thereby
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restraining the Defendants, its officers,  its successors in

interest,  assigns,  servants,  agents,  associates,  nominees

and/or all and any person claiming through or under the

Defendants from infringing the copyright to and in the

photographs  of  Shri  Ramnath  Goenka  appearing  in  the

Defendant’s  publications  including  Samachar  Parivartan

(weekly),  website  samacharparivartan.com,  facebook.com

pages,  youtube.com,  videos  and  impugned  awards  etc.

and at Exhibits ‘P-1’ to ‘P-12’, ‘S-1’ to ‘S-8’, ‘T-1’ to ‘T-

3’, ‘U-1’ to ‘U-3’ and ‘X-1’ and ‘X-2’ in part of whole or

in any manner whatsoever.

6 It  is  made  clear  that  these  reliefs  are  granted  as  against

Defendant Nos.1 to 8.  As a result,  Defendant Nos.1 to 8 cannot as

of now use the name of Ramnath Goenka in connection with any

award terming it either as ‘Excellence in Journalism Award’ or ‘Peace

Award’ or by any other name or in any other form. 

7 Defendant  No.11,  You  Tube  LLC  (Google,  Inc.),  who  is  the

proprietor of YouTube.com and who has published the interviews and

materials on Defendant No.1 and his entities, which are complained of

in this suit, is directed to disclose the identity of the person, who has

published these interviews and materials  on its  platform, so as to

enable  the  Plaintiffs  to  seek  appropriate  reliefs  in  respect  these

publications, based on the URLs mentioned on pages 50 and 56 of the

plaint.  Such information to be furnished on an affidavit within a
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period of three weeks from today. After receipt of this information,

the Plaintiffs will be at liberty to apply for further ad-interim reliefs,

if any, in the Interim Application. 

8 Reply, if any, to be filed to the Interim Application within a

period of four weeks from today.  Rejoinder, if any, within two weeks

thereafter.  The Interim Application to come up for hearing after six

weeks.    

(S.C. GUPTE, J.)
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